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ARGUMENT(S)

           Applicant Shurfine Foods, Inc. (“Applicant”) respectfully requests reconsideration of the continued final refusal to register Applicant’s

SURECOMFORT mark, U.S. Trademark Appl. Ser. No. 86/284,016 (“the ‘016 Application”), for “adult incontinence products, namely,

shampoo and body wash, and personal hygiene cleansing towelettes.”  In an Office Action dated November 20, 2015, the ‘016 Application

was finally refused under Section 2(d) of the Lanham Act based on a purported likelihood of confusion with the mark SURE COMFORT for

“antiseptic hand soap,” U.S. Trademark Reg. No. 822,124 (“the ‘124 Registration”), owned by GEA Farm Technologies, Inc.

(“Registrant”), ownership that is now reflected in the Trademark Office’s records.  (See Ex. 5 (current owner information from TSDR);

Ex. 6 (trademark assignment abstract of title); Ex. 7-8 (name change documents).)[1] 

Applicant and Registrant entered into a consent agreement (“Consent Agreement”) with respect to their respective marks, effective

July 2, 2015.  (See Consent Agreement, Ex. 1.)  In the Consent Agreement, Applicant acknowledged its ownership of U.S. Trademark Reg.

No. 2,775,641 for the mark SURECOMFORT for “adult incontinence products, namely, diapers and incontinence garments,” as well as its

ownership of the ‘016 Application for additional adult incontinence products.  (Id. ¶ 3.)  Applicant also acknowledged that it uses

SURECOMFORT “in association with adult incontinence products sold through grocery, drug, and convenience stores to general retail

consumers.”   (Id. ¶ 5.)  Registrant acknowledged its ownership of the ‘124 Registration, and acknowledged that it uses SURE COMFORT

“in association with antiseptic hand soap primarily used in the dairy and farming industries, sold through dairy and farm supply stores and

dealers, and by direct sales, to consumers in the dairy and farming, food preparation and sanitation industries.”   (Id. ¶¶ 2, 6.)  Both parties

consented to and agreed not to object to each other’s use of their mark so long as that use continues to be substantially as set forth in the

Consent Agreement.  (Id. ¶¶ 8-9.)  The parties also agreed that confusion between their respective marks was unlikely “inter alia, because of

differences in the nature of their goods, the trade channels through which their goods travel, the intended uses of their goods, and the intended

consumers of their goods.”   (Id. ¶ 4.)  The parties agreed that their marks “have coexisted for many years without any actual confusion,” [2]

and that given the differences in respective usage, both parties’ marks “can and will continue to coexist without any actual confusion.”   (Id. ¶

7.)  The parties further agreed to take steps to address and eliminate any actual or likely confusion that might arise in the future.  (Id. ¶ 10.)  

Substantial weight should be given to the parties’ Consent Agreement and, in light of the Consent Agreement, Applicant’s mark

should be allowed to register.  See TMEP 1207.07(d)(viii).  As the Court of Customs and Patent Appeals explained in In re E. I. du Pont de

Nemours & Co., 
[W]hen those most familiar with use in the marketplace and most interested in precluding confusion enter agreements designed to
avoid it, the scales of evidence are clearly tilted.  It is at least difficult to maintain a subjective view that confusion will occur when
those directly concerned say it won’t.   A mere assumption that confusion is likely will rarely prevail against uncontroverted evidence
from those on the firing line that it is not. 
 



In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1363 (CCPA 1973).  Indeed, the weight to be given to agreements such as the one

entered here “should be substantial.”   Id.; see also In re Richard Bertram & Co., 203 USPQ 286, 289 (TTAB 1979) (consent agreements

outlining why confusion has not occurred and will not occur in the future should be accorded considerable weight).

            As acknowledged by Applicant and Registrant in the Consent Agreement, the parties’ goods are not identical, do not travel in the same

trade channels, and are not marketed to the same consumers.  Applicant’s goods are adult incontinence products, sold through grocery, drug,

and convenience stores to general retail consumers.  (Consent Agreement, Ex. 1, ¶ 5; see also Ex. 2 (product listings and where-to-find

information for Applicant’s SURECOMFORT adult incontinence products).)  Conversely, Registrant’s antiseptic hand soap is primarily

used in the dairy and farming industries, sold through dairy and farm supply stores and dealers, and by direct sales, to consumers in the dairy

and farming, food preparation and sanitation industries.  (Consent Agreement, Ex. 1, ¶ 6; see also Ex. 3-4 (exemplary product listings on dairy

and farm supply websites Leedstone and Hamby Dairy Supply for Registrant’s SURE COMFORT antiseptic hand soap).)  Both parties’

marks have coexisted for more than thirteen years without any actual confusion.[3]  The parties concluded that confusion is unlikely to occur

between their respective uses of their respective marks.  That conclusion, based on actual evidence, should be accorded great weight.  In re Du

Pont, 476 F.2d at 1363; In re Richard Bertram, 203 USPQ at 289; see also In re Loew’s Theatres, Inc., 197 USPQ 183 (TTAB 1977) (consent

to registration coupled with differences in goods plus positive affirmation by consenting registrant and applicant to remain clear of each

other’s marketing and trade channels are weighty evidence which, when considered as part of record as a whole, may lead to conclusion that

there is no likelihood of confusion).

            In re Radiant Color Co., 156 USPQ 703 (TTAB 1968), is illustrative.  There, the Board reversed a refusal to register RADIANT for

non-sensitized paper coated with fluorescent material, sold in bulk for further processing or packaging, in light of a prior registration for

RADIANT for loose paper for drawing and other art purposes used as school supplies.  Although the marks were identical and both parties’

goods could be broadly characterized as paper products, the actual goods were different, the channels of trade were different, and these

differences were sufficient to raise a doubt as to likelihood of confusion.  Additionally, the RADIANT registrant consented to the applicant’s

registration of RADIANT for the applicant’s goods.  While the consent letter was not controlling, the letter, coupled with a lack of past

confusion, as well as the differences in the goods, marketing, and types of purchasers led the Board to believe confusion was not likely.  See

also In re Transitel Int’l Corp., 149 USPQ 794 (TTAB 1966) (concluding reasonable doubt as to the question of likelihood of confusion

existed, which was resolved in favor of the applicant, where the goods in the application and the cited registration were different and the

registrant consented to the applicant’s use and registration on the basis of the noncompetitive nature of the parties’ goods).  Cf. In re Harvey

Aluminum Inc., 161 USPQ 366 (TTAB 1969) (finding letter of consent to registration insufficient where the involved goods were sold side-

by-side in the same stores under substantially identical marks such that there could be no doubt but that there would be a likelihood of

confusion). 

            Similar to In re Radiant, here the parties’ goods are different,[4] the channels of trade are different, and the consumers are different.  

These differences are sufficient to give rise to a doubt as to likelihood of confusion.  Where, as here, there is a reasonable doubt as to

likelihood of confusion and the prior user has given consent to the subsequent user’s use and registration, registration should not be denied. 

In re Nat’l Distillers & Chem. Corp., 132 USPQ 271, 274 (CCPA 1962) (where examiner has reasonable doubt as to likelihood of confusion,

consent should have important “persuasive effect”); In re Variety Supply Co., 137 USPQ 387 (TTAB 1963) (where there is an element of

doubt as to likelihood of confusion between applicant’s and registrant’s marks, registrant’s consent should resolve doubt in applicant’s

favor); Swedish Beer Export Co. Aktiebolag v. Canada Dry Corp., 176 USPQ 59, 60 (CCPA 1972) (consent by owner of allegedly similar

mark to use and registration of mark mitigates doubt as to likelihood of confusion); In re N.A.D. Inc., 221 USPQ 1115, 1118 (TTAB 1984)

(“[W]here there is doubt as to the likelihood of confusion a consent agreement can help resolve that doubt in favor of the applicant.”).  

“[P]arties are presumed to be familiar with the trade and marketing practices surrounding the goods and trademarks concerned. 

Therefore, the acquiescence of a registrant in a concurrent use of another for a similar mark on different goods in the belief he will not be

injured is evidence that there is little likelihood of confusion on the part of the public.”   Swedish Beer, 176 USPQ at 60.  In light of the

reasonable doubt as to likelihood of confusion in this case, as well as Registrant’s consent to Applicant’s use and registration of

SURECOMFORT for the applied-for adult incontinence products, the final refusal under Section 2(d) should be withdrawn, and Applicant’s

mark should be allowed to register.

CONCLUSION

            For the reasons set forth above, Applicant respectfully requests that Applicant’s SURECOMFORT mark for “adult incontinence

products, namely, shampoo and body wash, and personal hygiene cleansing towelettes,” U.S. Trademark Appl. Ser. No. 86/284,016, be

allowed to register.



[1] The final refusal was continued in an Office Action dated January 15, 2016, on the grounds that “the consent agreement is not signed by
the registrant of record.”   The name change documents recently recorded (Ex. 7-8) have corrected this issue.  (See Ex. 5 (printout from TSDR
showing currently owner information); Ex. 6 (trademark assignment abstract of title).)  

[2] The ‘124 Registration claims a date of first use of January 13, 1966.  Applicant has been using SURECOMFORT in commerce for adult
incontinence products since at least April 2002.  (See U.S. Trademark Reg. No. 2,775,641.)

[3] See note 2, supra. 

[4] Indeed, in arguing that Applicant’s adult incontinence products are “related” to Registrant’s antiseptic hand soap (see Final Office Action
at 5), the examining attorney has acknowledged Applicant’s and Registrant’s goods are not identical.    
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ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

           Applicant Shurfine Foods, Inc. (“Applicant”) respectfully requests reconsideration of the continued final refusal to register

Applicant’s SURECOMFORT mark, U.S. Trademark Appl. Ser. No. 86/284,016 (“the ‘016 Application”), for “adult incontinence products,

namely, shampoo and body wash, and personal hygiene cleansing towelettes.”  In an Office Action dated November 20, 2015, the ‘016

Application was finally refused under Section 2(d) of the Lanham Act based on a purported likelihood of confusion with the mark SURE

COMFORT for “antiseptic hand soap,” U.S. Trademark Reg. No. 822,124 (“the ‘124 Registration”), owned by GEA Farm Technologies, Inc.

(“Registrant”), ownership that is now reflected in the Trademark Office’s records.  (See Ex. 5 (current owner information from TSDR); Ex.

6 (trademark assignment abstract of title); Ex. 7-8 (name change documents).)[1] 

Applicant and Registrant entered into a consent agreement (“Consent Agreement”) with respect to their respective marks, effective July

2, 2015.  (See Consent Agreement, Ex. 1.)  In the Consent Agreement, Applicant acknowledged its ownership of U.S. Trademark Reg. No.

2,775,641 for the mark SURECOMFORT for “adult incontinence products, namely, diapers and incontinence garments,” as well as its

ownership of the ‘016 Application for additional adult incontinence products.  (Id. ¶ 3.)  Applicant also acknowledged that it uses

SURECOMFORT “in association with adult incontinence products sold through grocery, drug, and convenience stores to general retail

consumers.”   (Id. ¶ 5.)  Registrant acknowledged its ownership of the ‘124 Registration, and acknowledged that it uses SURE COMFORT “in

association with antiseptic hand soap primarily used in the dairy and farming industries, sold through dairy and farm supply stores and dealers,

and by direct sales, to consumers in the dairy and farming, food preparation and sanitation industries.”   (Id. ¶¶ 2, 6.)  Both parties consented to

and agreed not to object to each other’s use of their mark so long as that use continues to be substantially as set forth in the Consent Agreement.  (

Id. ¶¶ 8-9.)  The parties also agreed that confusion between their respective marks was unlikely “inter alia, because of differences in the nature

of their goods, the trade channels through which their goods travel, the intended uses of their goods, and the intended consumers of their goods.”  

(Id. ¶ 4.)  The parties agreed that their marks “have coexisted for many years without any actual confusion,” [2] and that given the differences in

respective usage, both parties’ marks “can and will continue to coexist without any actual confusion.”   (Id. ¶ 7.)  The parties further agreed to

take steps to address and eliminate any actual or likely confusion that might arise in the future.  (Id. ¶ 10.)  

Substantial weight should be given to the parties’ Consent Agreement and, in light of the Consent Agreement, Applicant’s mark should

be allowed to register.  See TMEP 1207.07(d)(viii).  As the Court of Customs and Patent Appeals explained in In re E. I. du Pont de Nemours &

Co., 
[W]hen those most familiar with use in the marketplace and most interested in precluding confusion enter agreements designed to avoid
it, the scales of evidence are clearly tilted.  It is at least difficult to maintain a subjective view that confusion will occur when those
directly concerned say it won’t.   A mere assumption that confusion is likely will rarely prevail against uncontroverted evidence from
those on the firing line that it is not. 
 

In re E. I. du Pont de Nemours & Co., 476 F.2d 1357, 1363 (CCPA 1973).  Indeed, the weight to be given to agreements such as the one entered

here “should be substantial.”   Id.; see also In re Richard Bertram & Co., 203 USPQ 286, 289 (TTAB 1979) (consent agreements outlining why

confusion has not occurred and will not occur in the future should be accorded considerable weight).

            As acknowledged by Applicant and Registrant in the Consent Agreement, the parties’ goods are not identical, do not travel in the same

trade channels, and are not marketed to the same consumers.  Applicant’s goods are adult incontinence products, sold through grocery, drug,

and convenience stores to general retail consumers.  (Consent Agreement, Ex. 1, ¶ 5; see also Ex. 2 (product listings and where-to-find

information for Applicant’s SURECOMFORT adult incontinence products).)  Conversely, Registrant’s antiseptic hand soap is primarily used

in the dairy and farming industries, sold through dairy and farm supply stores and dealers, and by direct sales, to consumers in the dairy and

farming, food preparation and sanitation industries.  (Consent Agreement, Ex. 1, ¶ 6; see also Ex. 3-4 (exemplary product listings on dairy

and farm supply websites Leedstone and Hamby Dairy Supply for Registrant’s SURE COMFORT antiseptic hand soap).)  Both parties’

marks have coexisted for more than thirteen years without any actual confusion.[3]  The parties concluded that confusion is unlikely to occur

between their respective uses of their respective marks.  That conclusion, based on actual evidence, should be accorded great weight.  In re Du

Pont, 476 F.2d at 1363; In re Richard Bertram, 203 USPQ at 289; see also In re Loew’s Theatres, Inc., 197 USPQ 183 (TTAB 1977) (consent to

registration coupled with differences in goods plus positive affirmation by consenting registrant and applicant to remain clear of each other’s

marketing and trade channels are weighty evidence which, when considered as part of record as a whole, may lead to conclusion that there is no

likelihood of confusion).

            In re Radiant Color Co., 156 USPQ 703 (TTAB 1968), is illustrative.  There, the Board reversed a refusal to register RADIANT

for non-sensitized paper coated with fluorescent material, sold in bulk for further processing or packaging, in light of a prior



registration for RADIANT for loose paper for drawing and other art purposes used as school supplies.  Although the marks were

identical and both parties’ goods could be broadly characterized as paper products, the actual goods were different, the channels of

trade were different, and these differences were sufficient to raise a doubt as to likelihood of confusion.  Additionally, the RADIANT registrant

consented to the applicant’s registration of RADIANT for the applicant’s goods.  While the consent letter was not controlling, the letter, coupled

with a lack of past confusion, as well as the differences in the goods, marketing, and types of purchasers led the Board to believe confusion was

not likely.  See also In re Transitel Int’l Corp., 149 USPQ 794 (TTAB 1966) (concluding reasonable doubt as to the question of likelihood of

confusion existed, which was resolved in favor of the applicant, where the goods in the application and the cited registration were different and

the registrant consented to the applicant’s use and registration on the basis of the noncompetitive nature of the parties’ goods).  Cf. In re Harvey

Aluminum Inc., 161 USPQ 366 (TTAB 1969) (finding letter of consent to registration insufficient where the involved goods were sold side-by-

side in the same stores under substantially identical marks such that there could be no doubt but that there would be a likelihood of confusion). 

            Similar to In re Radiant, here the parties’ goods are different,[4] the channels of trade are different, and the consumers are

different.  These differences are sufficient to give rise to a doubt as to likelihood of confusion.  Where, as here, there is a reasonable doubt as to

likelihood of confusion and the prior user has given consent to the subsequent user’s use and registration, registration should not be denied.  In

re Nat’l Distillers & Chem. Corp., 132 USPQ 271, 274 (CCPA 1962) (where examiner has reasonable doubt as to likelihood of confusion,

consent should have important “persuasive effect”); In re Variety Supply Co., 137 USPQ 387 (TTAB 1963) (where there is an element

of doubt as to likelihood of confusion between applicant’s and registrant’s marks, registrant’s consent should resolve doubt in

applicant’s favor); Swedish Beer Export Co. Aktiebolag v. Canada Dry Corp., 176 USPQ 59, 60 (CCPA 1972) (consent by owner of allegedly

similar mark to use and registration of mark mitigates doubt as to likelihood of confusion); In re N.A.D. Inc., 221 USPQ 1115, 1118 (TTAB

1984) (“[W]here there is doubt as to the likelihood of confusion a consent agreement can help resolve that doubt in favor of the applicant.”).  

“[P]arties are presumed to be familiar with the trade and marketing practices surrounding the goods and trademarks concerned. 

Therefore, the acquiescence of a registrant in a concurrent use of another for a similar mark on different goods in the belief he will not be injured

is evidence that there is little likelihood of confusion on the part of the public.”   Swedish Beer, 176 USPQ at 60.  In light of the reasonable doubt

as to likelihood of confusion in this case, as well as Registrant’s consent to Applicant’s use and registration of SURECOMFORT for the

applied-for adult incontinence products, the final refusal under Section 2(d) should be withdrawn, and Applicant’s mark should be allowed to

register.

CONCLUSION

            For the reasons set forth above, Applicant respectfully requests that Applicant’s SURECOMFORT mark for “adult incontinence

products, namely, shampoo and body wash, and personal hygiene cleansing towelettes,” U.S. Trademark Appl. Ser. No. 86/284,016, be allowed

to register.

[1] The final refusal was continued in an Office Action dated January 15, 2016, on the grounds that “the consent agreement is not signed by the
registrant of record.”   The name change documents recently recorded (Ex. 7-8) have corrected this issue.  (See Ex. 5 (printout from TSDR
showing currently owner information); Ex. 6 (trademark assignment abstract of title).)  

[2] The ‘124 Registration claims a date of first use of January 13, 1966.  Applicant has been using SURECOMFORT in commerce for adult
incontinence products since at least April 2002.  (See U.S. Trademark Reg. No. 2,775,641.)

[3] See note 2, supra. 

[4] Indeed, in arguing that Applicant’s adult incontinence products are “related” to Registrant’s antiseptic hand soap (see Final Office Action
at 5), the examining attorney has acknowledged Applicant’s and Registrant’s goods are not identical.    
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SIGNATURE(S)
Request for Reconsideration Signature
Signature: /Delfina S. Homen/     Date: 02/29/2016
Signatory's Name: Delfina S. Homen
Signatory's Position: Attorney of record, Oregon bar member

Signatory's Phone Number: 503-222-3613

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the highest court of a U.S. state, which
includes the District of Columbia, Puerto Rico, and other federal territories and possessions; and he/she is currently the owner's/holder's attorney
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or an associate thereof; and to the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian attorney/agent
not currently associated with his/her company/firm previously represented the owner/holder in this matter: (1) the owner/holder has filed or is
concurrently filing a signed revocation of or substitute power of attorney with the USPTO; (2) the USPTO has granted the request of the prior
representative to withdraw; (3) the owner/holder has filed a power of attorney appointing him/her in this matter; or (4) the owner's/holder's
appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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